TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore COHEN, MEl STER and McQUADE, Administrative Patent
Judges.

COHEN, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1

through 31. Subsequent to the final rejection and the entry

! Application for patent filed February 8, 1995.
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of a new ground of rejection in the main answer, anmendnents
were filed and entered such that the status of the clains is

as foll ows.

Clainms 32 and 33 stand al l owed, and the exam ner has indicated
that clains 9 through 16 and 24 through 31 are objected to but
woul d be allowable in independent form Thus, we have before
us

for review on appeal a rejection of clainms 1 through 8 and 17

t hrough 23.

Appel lant’ s invention pertains to a base bearing assenbly
for bearing an upright ornanental object. An understandi ng of
the invention can be derived froma reading of exenplary claim
1, a copy of which appears in APPENDI X B of the reply brief

(Paper No. 15).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Blizard 2,695,199 Nov. 23, 1954
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Unt er ber ger 3,537,763 Nov. 3, 1970

The followng rejection is before us for review. ?

Clainms 1 through 8 and 17 through 23 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Unterberger in view

of Blizard.

The full text of the examiner's rejection and response to
the argunent presented by appellant appears in the main and

suppl enental answers (Paper Nos. 14 and 21), while the

2 1t is clear to us that the inclusion of the rejection of clains 8 through 16
and 23 through 31 under 35 U S.C. 112, first paragraph, in the answer was inadvertent
since this rejection was indicated to have been overcone and obvi ously w t hdrawn (Paper
No. 10). Further, it is noted that the new ground of rejection under 35 U. S.C. 112,
second paragraph, appearing on page 6 of the nain answer, was overcone as specified on
page 2 of the suppl enental answer (Paper No. 21).
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conpl ete statenent of appellant’s argunent can be found in the

main and reply briefs (Paper Nos. 13, 15, and 17).

OPI NI ON

In reaching our conclusion on the obviousness issue
raised in this appeal, this panel of the board has carefully

consi dered

appel l ant’ s specification and clains, the applied patents,?
and the respective viewpoi nts of appellant and the exam ner.
As a consequence of our review, we nake the determ nation

whi ch foll ows.

3 In our evaluation of the applied references, we have considered all of the

di scl osure of each patent for what it would have fairly taught one of ordinary skill in
the art. See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510(CCPA 1966). Additionally,
this panel of the board has taken into account not only the specific teachings, but also
the inferences which one skilled in the art woul d reasonably have been expected to draw
fromthe disclosure. See In re Preda 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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W affirmthe rejection of claim1, but reverse the
rejection of clainms 2 through 8 and 17 through 23. Qur

reasoni ng appears bel ow.

Claim1l is drawn to a base bearing assenbly for bearing
an upright object conprising, inter alia, a pedestal arranged
on a base, with the pedestal borne by a filmof |iquid,

floatingly rotatable about a perpendicul ar axis on the base.

A readi ng of the Unterberger docunent reveals to us the
teaching of a hydrostatic*® air-bearing system preferably for
preci sion round tables. Unterberger discloses (Fig. 1) a

round table nmounting plate 17 for work piece 20 secured to

4 Hydrostatic relates to liquids at rest or the pressures they exert or transmt.

Webster’s New Col | egi ate Dictionary, G & C. Merriam Conpany, Springfield,
Massachusetts, 1979.
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bearing i nner part 10 (pedestal), with the spherically forned
bearing parts 10, 10' cooperating with spherically forned
beari ng carrying faces of housing 12 (base) and havi ng

pressurized air therebetween.

The patent to Blizard addresses a bearing (Fig. 1)
wherein a supported elenment 11 (hollow sphere) is floated on a
bearing provided by a cup-shaped support 12. The patentee
expressly indicates that air, or other fluids such as |iquids
and ot her gases nmay be used as a lubricant (colum 1, lines 30
t hrough 33).

Bl i zard recogni zes the conpressible nature of air as a

di sadvantage (columm 1, lines 46 through 51). O additiona
interest is Fig. 6 of this reference, wherein a bearing with a
truncated conoid shape is depicted (colum 4, |ines 35 through

41) .

In applying the test for obviousness,® this panel of the

5> The test for obviousness is what the conbined teachings of references woul d
have suggested to one of ordinary skill in the art. See In re Young, 927 F.2d 588, 591,
18 USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871,
881 (CCPA 1981).
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board nmakes the determi nation that it would have been obvi ous
to one having ordinary skill in the art to substitute a liquid
for air in the bearing of Unterberger, based upon the

knowl edge in the art as reflected in the teaching of Blizard.
As we see it, the notivation on the part of one having
ordinary skill for making this nodification would have sinply
been to obtain the expected benefit of a liquid, when the
known conpressibility disadvantage of air woul d be adverse for
a particular use. Qur position on this nmatter presunes skill,
of course, on the part of those practicing this art, not the

converse. See In re Sovish, 769 F.2d 738, 742, 226 USPQ 771,

774 (Fed. Gr. 1985).

The argunent of appellant in the main and reply briefs
does not persuade us of error on the part of the exam ner in
rejecting claim1 under 35 U S.C. 8§ 103. Unlike appellant
(main brief, page 12), we concluded, supra, that the conbined
teachings of the applied references woul d have been suggestive

of using liquid with the bearing of Unterberger and thereby
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effect the broadly recited base bearing assenbly of claim1l.
In particular, and contrary to the view advocated (reply
brief, page 3), it is our opinion that one of ordinary skil
in the art would have expected liquid to function
appropriately with the spherical surface bearing arrangenent
of Unterberger, particularly in light of the applicability of
air or liquid for a spherical surface bearing as taught by
Blizard. No evidence has been proffered by appellant to

per suade us ot herw se.

We turn now to the renmaining clains on appeal .

Clainms 2 and 17, clainms fromwhich all other clains on
appeal respectively depend directly or indirectly, require,
inter alia, an annular bottom surface of the pedestal and an
annul ar top surface for the base in opposition to the bottom
surface, with a filmof liquid between the bottom surface of
the pedestal and the top surface of the base. Consistent with
appel l ant’ s underlying disclosure (specification, page 7), the
claimed filmof |iquid maintained between the pedestal bottom

surface and the base top surface is fairly understood to

8
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assi st in having the pedestal borne practically frictionlessly

by t he base.

Sinply stated, a review of the overall teachings of
Unterberger (Fig. 1) and Blizard (Fig. 6) does not reveal to
us a suggestion for the content of clains 2 and 17, in
particular. 1In our opinion, one having ordinary skill in the
art woul d not have derived fromthe applied teachings,
assessed al one and in conbi nation, any suggestion for a film
of liquid acting between an annul ar pedestal bottom surface
and an annul ar base top surface for bearing or supporting the

pedest al .

In summary, this panel of the board has affirned the
rejection of claim1, but has reversed the rejection of clains
2 through 8 and 17 through 23 under 35 U.S.C. §8 103 as being

unpat ent abl e over Unterberger in view of Blizard.
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The decision of the examiner is affirnmed-in-part.

AFFI RVED- | N- PART

N

| RW N CHARLES COHEN )
Adm ni strative Patent Judge

BOARD OF PATENT
JAMES M MEI STER

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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| CC/ ki s

Don W Bul son

RENNER, OTTO, BO SSELLE & SKLAR
1621 Euclid Avenue

19t h Fl oor

Cl evel and, OH 44115
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